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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)D Responsive to communication(s) filed on 



2a) □ This action is FINAL. 2b) 53 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £? parte Quayie, 1335 CD. 1 1; 453 O.G. 213. 
Disposition of Claims 

4) 1x1 Claim(s) 1-38 is/are pending in the application. 



4a) Of the above, claim(s) 
5)D Claim(s) 



6) 53 Claim(s) 1-38 

7) D Claim(s) 

8) D Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are a) □ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 53 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a) 53 All b)D Some* c)D None of: 

1 . 53 Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment(s) 

1 ) 53 Notice of References Cited (PTO-892) 4) Q Interview Summary (PT0-413) Paper No(s). 

2) O Notice of Draftsperson's Patent Drawing Review (PT0-948) 5) Q Notice of Informal Patent Application (PTO-1 521 

3) 53 Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 3,5 6) O Other: 
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1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effect under this subsection of a national application published 
under section 122(b) only if the international application designating the United States was published under 
Article 21(2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by 
the applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes 
of this subsection based on the filing of an international application filed under the treaty defined in section 
351(a). 

2. Claims 1, 3, 11-15, 17-24, 26, 28-30 and 32-33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Senkan (US 6,426,226). In the patent Senkan teaches method and apparatus 
for screening catalyst libraries. Rapid screening for activities and selectivities of catalyst 
libraries having addressable test sites is achieved by contacting potential catalysts at the test sites 
with reactant streams forming product plumes at the addressable test sites. The product plumes 
are screened by translating a sample probe and/or the library to a position that one addressable 
site is in proximity to the sampling probe sample orifice and passing a portion of the reaction 
products through the sampling orifice forming a free jet expanded volume in at least one vacuum 
stage and passing a portion of the cooled and reduced pressure jet stream through an inlet orifice 
of a mass spectrometer for analysis. The mass spectrometric analysis may be combined with 
resonance enhanced multiphoton ionization methods of detection for very rapid library 
evaluation. Suitable reactors, microreactors, and product transfer sample microprobes for 
product transfer to a mass spectrometer are disclosed in the figures and associated discussion. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.G. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 

4. Claims 1-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Willson 
(either WO 97/32208 (Willson '208) or US 6,063,633 Willson '633)) in view of Fawcett. Both 
Willson '208 and Willson '633 come from the same application and therefore contain the same 
disclosure. While this explanation of the Willson references will refer to the Willson '633 
patent, corresponding disclosure is found in the Willson '208 application. Willson '633 teaches 
a catalyst testing process and apparatus. In the apparatus and method a multicell holder e.g. a 
honeycomb (microchannel array) or plate, or a collection of individual support particles, is 
treated with solutions/suspensions of catalyst ingredients to produce cells, spots or pellets 
holding each of a variety of combinations of the ingredients, is dried, calcined or treated as 
necessary to stabilize the ingredients in the cells, spots or pellets, then is contacted with a 
potentially reactive feed stream or batch e.g., biochemical, gas oil, hydrogen plus oxygen, 
propylene plus oxygen, CC1 2 F 2 and hydrogen, etc. The reaction occurring in each cell can be 
measured, e.g. by infrared thermography, spectroscopic detection of products or residual 
reactants, or by sampling, e.g. by multistreaming through low volume tubing, from the vicinity of 
each combination, followed by analysis e.g. spectral analysis, chromatography etc, or by 
observing temperature change in the vicinity of the catalyst e.g. by thermographic techniques, to 
determine the relative efficacy of the catalysts in each combination. Robotic techniques can be 
employed in producing the cells, spots, pellets, etc. Columns 2-3 summarize some of the aspects 
of the invention including reaction types, sensors, catalyst taggants and reactions conditions. The 
reaction types include any reaction which can be enhanced by the presence of a catalyst such as 
polymerization reactions, halogenation, oxidation, hydrolysis, esterification, reduction and any 
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other conventional reaction which can benefit from a catalyst. Hydrocarbon conversion 
reactions, as used in petroleum refining are an important use of the invention and include 
reforming, fluid catalytic cracking, hydrogenation, hydrocracking, hydrotreating, 
hydrodesuilirizing, alkylation and gasoline sweetening. The sensors used to detect catalytic 
activity in the candidate catalysts include chromatographs, temperature sensors, and 
spectrometers. Especially those adapted to measure temperature and/or products near each 
specific catalyst spot e.g. by multistreaming, multitasking, sampling, fiber optics, or laser 
techniques such as thermography, as by an infrared camera recording the temperature at a number 
of catalyst sites simultaneously, NMR, NIR, TNIR, electrochemical, fluorescence detectors, 
Raman, flame ionization, thermal conductivity, mass, viscosity and stimulated electron or X-ray 
emission. Optionally taggants (labels) can be added to identify particular catalysts, particularly 
where particles are employed as supports for the catalysts. These taggants can be conventional as 
discussed in the literature. Taggants can be chemicals which are stable at reaction conditions or 
can be radioactive with distinctive emissions. The techniques of combinatorial chemistry will be 
applicable with taggants as well as with catalysts chosen to suit the particular reaction to be 
enhanced by the catalyst. Temperatures, pressures, space velocities and other reaction conditions 
can be varied and will be determined by the reactants and reaction. Willson '633 does not give 
examples of using two analysis methods together. 

In the paper Fawcett describes a new instrument. Three powerful analytical techniques, 
differential scanning calorimetry (DSC), x-ray diffraction (XRD), and mass spectrometry (MS) 
were combined so that one can completely characterize materials as they are heated in controlled 
atmospheres. The XRD capability tells, continuously, about the structure of the solid phase in 
the reaction chamber. The MS monitors the volatiles. And the DSC tells about reaction and 
phase-change thermochemistry. The set-up was used to study the melting behavior of polymers, 
the mechanisms of reduction in copper catalysts, and the thermal processing of pharmaceuticals. 
The combined instrument has several advantages over analyses where the 3 techniques are run 
separately. The simultaneous analysis allows the analyst to assign specific structural or chemical 
process data directly to observed thermal events. Because the same environment and sample are 
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used for all 3 analyses, instrumental and sample preparation conditions and errors associated with 
them are kept constant. 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine appropriate analysis methods in the Willson 6 633 or Willson '203 methods and 
apparatus as shown by Fawcett because of the clear advantages taught by Fawcett when more 
than one analysis method is used on the same sample. 

5. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. The additional art relates to combinatorially processing materials. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Arlen Soderquist whose telephone number is (703) 308-3989. The 
examiner's schedule is variable between the hours of about 5:30 AM to about 5:00 PM on 
Monday through Thursday and alternate Fridays. 

For communication by fax to the organization where this application or proceeding is 
assigned, (703) 305-7719 may be used for official, unofficial or draft papers. When using this 
number a call to alert the examiner would be appreciated. Numbers for faxing official papers are 
703-872-9310 (before finals), 703-872-931 1 (after-final), 703-305-7718, 703-305-5408 and 703- 
305-5433. The above fax numbers will generally allow the papers to be forwarded to the 
examiner in a timely mariner. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




March 22, 2003 

ARLEN SODERQUIST 
PRIMARY EXAMINER 



